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DETAILED ACTION 

1 . Claims 66-72 are pending and have been examined herein. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 66-72 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Houghton et al (US Patent No. 5,863,719). 

Houghton teaches a method for generating an extension product wherein the 
method comprises the steps of a) providing an oligonucleotide primer comprising a first 
region complementary to an accessible site on an RNA sequence, and a second region 
that is located 5' of the first region and which is not complementary to the RNA 
sequence (paragraph 45), ii) an RNA sequence comprising an accessible site, and iii) a 
reverse transcriptase; and b) exposing the oligonucleotide primer and RNA sequence to 
the reverse transcriptase under conditions in which the first region of the oligonucleotide 
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primer hybridizes to the RNA sequence and is extended to form an extension product 
(see paragraph 75). In particular, Houghton teaches that the oligonucleotide primer 
comprises a 5' portion that consists of sequences that are not complementary to the 
target sequence, such as sequences that include a restriction enzyme site for facilitating 
cloning of an amplified extension product into a vector (see paragraph 45). The 3' 
portion of the oligonucleotide primer consists of a target specific sequence that is of a 
length of 4 to 14 nucleotides in length (see paragraphs 41 and 42). Thereby, Houghton 
teaches the use of primers having a 3' first region of 6 nucleotides, 7 nucleotides, 8 
nucleotides, 9 nucleotides or 10 nucleotides. 

Regarding claim 72, the 5' sequence of the primer of Houghton is considered to 
have the property of being a sequence for "primer binding during further amplification of 
said extension product" since this 5' sequence could be used in a further primer 
extension assay as a binding site for the annealing of a primer. 
4. Claims 66-72 are rejected under 35 U.S.C. 102(e) as being anticipated by Church et 
al (US Patent No. 6511803). 

Church teaches a method for generating an extension product wherein the 
method comprises the steps of a) providing i) an oligonucleotide primer comprising a 
first region complementary to an accessible site on an RNA sequence, and a second 
region that is located 5' of the first region and which is not complementary to the RNA 
sequence (paragraphs 20, 28, 47-49), ii) an RNA sequence comprising an accessible 
site, and iii) a reverse transcriptase; and b) exposing the oligonucleotide primer and 
RNA sequence to the reverse transcriptase under conditions in which the first region of 
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the oligonucleotide primer hybridizes to the RNA sequence and is extended to form an 
extension product (see paragraphs 30-32 and 190). In particular, Church teaches that 
the oligonucleotide primer comprises a portion immediately 5' of the primer region 
wherein the portion consists of a region that is not complementary to the target RNA. 
Specifically, the region consists of a sequence that permits capture of the primer to an 
immobilized capture probe, a sequence that consists of a restriction enzyme site or a 
sequence that consists of a promoter site (paragraphs 47-49 and Example 6). Further, 
in the oligonucleotide of Church, the 3' portion of the oligonucleotide primer consists of 
a target specific sequence that may be of a length of is of a length of 6 to 100 
nucleotides and preferably 10 to 30 nucleotides (paragraph 22 and Example 6). 
Thereby, Church teaches the use of primers having a 3' first region of 6, 7, 8, 9 and 10 
nucleotides. 

Regarding claim 72, the 5' sequence of the primer of Church is considered to 
have the property of being a sequence for "primer binding during further amplification of 
said extension product" since this 5' sequence is complementary to a restriction site, a 
promoter sequence or a capture sequence (see, e.g., paragraphs 20, and 47-49). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carla Myers whose telephone number is (571) 272- 
0747. The examiner can normally be reached on Monday-Thursday from 6:30 AM-5:00 
PM. A message may be left on the examiner's voice mail service. If attempts to reach 
the examiner by telephone are unsuccessful, the examiner's supervisor, Ram Shukla, 
can be reached on (571)-272-0735. 
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The fax phone number for the organization where this application or proceeding 
is assigned is (571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866)-217-9197 (toll-free). 
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